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Art Unit: 3624 

DETAILED ACTION 

1 . This communication is in response to the request for continued examination filed on 
January 3, 2005. Amendments to claims 26 and 32, and addition of claims 44-56 have been 
entered. Claims 26-56 are currently pending. New claims 44-56 are subject to restriction and 
have been withdrawn from consideration as discussed below. Claims 26-43 have been examined. 
The response to amendment, rejections and response to arguments are stated below. 

Response to Amendment 

2. Newly submitted claims 44-56 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

The claims 26-43 that were examined in the last office action and the currently amended 
claims are drawn to a computer implemented method for managing risk related to an online 
transaction associated with an online marketplace, the method comprising: receiving into a 
computer system data descriptive of the transaction comprising: an amount of money involved in 
the transaction; a geographic location of a market participant associated with the transaction; 
government regulations associated with the transaction; and one or more currencies involved in 
the transaction; receiving into the computer system an identifier of one or more market 
participants associated with the transaction; receiving into the computer system risk data, 
wherein said risk data is generally related to at least one of: regulatory risk, and risk associated 
with a cost to defend an adverse position; associating a portion of the risk data with at least one 
of: the data descriptive of the transaction and the identifier of one or more market participants 
associated with the transaction; and generating a report comprising the portion of the risk data 
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which is associated with at least one of: the data descriptive of the transaction and the identifier 
of one or more market participants associated with the transaction. 

The new claims 44-56 are drawn to a computer implemented method for providing 
regulatory oversight of an online financial transaction contemplated by an online market 
participant, the method comprising: receiving digital information into a computer storage 
descriptive of the contemplated online transaction; calculating with a computer processor a 
numerical risk quotient representative of the likelihood that execution of the contemplated online 
transaction may cause the online market participant to violate a rule put forth by a regulatory 
agency wherein the risk quotient is calculated by the steps of: receiving digital information into 
each of multiple database fields stored in a computer storage; associating each of the database 
fields with one of multiple predefined risk categories; assigning a numerical value to represent a 
weight of each of the multiple predefined risk categories based upon an amount of regulatory 
risk associated with each respective risk category; assigning a numerical value to the information 
received into a database field based upon an amount of regulatory risk associated with the digital 
information received; and multiplying the numerical value assigned to the information received 
into the database field by the numerical value representing the weight of the category associated 
with the respective database field into which the information was received; generating with the 
computer processor a suggested action correlating to the numerical value of the risk quotient; 
receiving an indication or whether the suggested action is completed by the online market 
participant; and generating a report comprising the information descriptive of the contemplated 
online transaction, the numerical value of the risk quotient, the suggested action and the 
indication of whether the suggested action was completed by the online participant. 
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Clearly the limitations present in claims 44-56 such as "calculating with a computer 
processor a numerical risk quotient representative of the likelihood that execution of the 
contemplated online transaction may cause the online market participant to violate a rule put 
forth by a regulatory agency", "assigning a numerical value to represent a weight of each of the 
multiple predefined risk categories based upon an amount of regulatory risk associated with each 
respective risk category; assigning a numerical value to the information received into a database 
field based upon an amount of regulatory risk associated with the digital information received; 
and multiplying the numerical value assigned to the information received into the database field 
by the numerical value representing the weight of the category associated with the respective 
database field into which the information was received" are not present in the method of claims 
26-43, making the two inventions distinct and independent. 

3. Because these inventions are distinct for the reasons given above and the search required 
for claims 26-43 is different from that required for new claims 44-56, restriction for examination 
purposes as indicated is proper even though the two inventions are classified in the same class 
and sub-class. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 44-56 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. Applicants in replying to 
this office action are respectfully advised to cancel the non-elected claims. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 26-33 and 38-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baseh et al (US Patent 6,1 19,103) in view of Moss et al (US Patent 2002/0128945 Al). 

With reference to claim 26, Basch teaches a computer implemented method for managing 
risk related to an online transaction associated with an online marketplace, the method 
comprising: receiving into a computer system data descriptive of the transaction comprising: an 
amount of money involved in the transaction (See Basch Column 3 lines 51-56); and one or more 
currencies involved in the transaction (when the amount of money involved in the transaction is 
specified a currency involving the amount of money is automatically specified); receiving into 
the computer system an identifier of one or more market participants associated with the 
transaction (See Basch Column 3 line 65 - Column 4 line 8, account holders are one of 
participants associated with the transaction); associating a portion of the risk data with at least 
one of: the data descriptive of the transaction and the identifier of one or more market 
participants associated with the transaction (See Basch Column 5 lines 11-16, Column 7 lines 
38-65, the account holders are one of the market participants); and generating a report 
comprising the portion of the risk data which is associated with at least one of: the data 
descriptive of the transaction and the identifier of one or more market participants associated 
with the transaction (See Basch Column 8 lines 7-12). (Also see Basch Figures 1-9) A Computer 
system is inherent in the disclosure of Basch. 

Basch does not explicitly teach the steps of geographic locations associated with the 
transaction; government regulations associated with the transaction; and receiving into the 
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computer system risk data, wherein said risk data is generally related to at least one of: 
regulatory risk and risk associated with a cost to defend an adverse position. 

Moss teaches the steps of geographic locations associated with the transaction (See Moss 
Paragraphs 64 and 65); government regulations associated with the transaction (See Moss 
Paragraphs 64 and 65); one or more currencies involved in the transaction (See Moss Paragraphs 
52 and 53) and receiving into the computer system risk data, wherein said risk data is generally 
related to at least one of: regulatory risk (See Moss Paragraphs 64 and 65) and risk associated 
with a cost to defend an adverse position (See Moss Paragraphs 64 and 65). Moss teaches 
liability risk that includes the risk associated with a cost to defend an adverse position. 

Basch is concerned with the problem of predicting risk of transactions given the data 
related to the transaction and data from external databases, transaction archives and consolidated 
database (See Basch Figure 4). Moss is also concerned with problem of filtering data related to 
the transaction to make it easier for the parties to the transaction to trade. It would have been 
obvious to one with ordinary skill in the art at the time of invention to modify Basch to include 
the steps of geographic locations associated with the transaction; government regulations 
associated with the transaction; and receiving into the computer system risk data, wherein said 
risk data is generally related to at least one of: regulatory risk and risk associated with a cost to 
defend an adverse position. The inclusion of these steps would have helped the parties to the 
transaction consider all the relevant risk factors without being overwhelmed with information 
overload. 

With reference to claims 27-29 Basch teaches method of claim 26 wherein the data 
descriptive of the online transaction is received from one or more of: an online retailer, an online 
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wholesaler, a business to business supplier; and an online auction (See Basch Column 5 lines 11- 
16, merchants include both retailers and wholesalers); from one or more of: an online retailer, an 
online wholesaler, a business to business supplier; and an online auction (See Basch Column 5 
lines 11-16, account issuers include both merchant banks and commercial banks); and public 
data records (See Basch Column 7 lines 53-55, public records include a government entity also). 

With reference to claim 30 Basch teaches method of claim 26 additionally comprising the 
step of generating a risk score based upon the portion of the risk data which is associated with at 
least one of: the data descriptive of the transaction and the identifier of one or more market 
participants associated with the transaction (See Basch Column 7 lines 34-65 and Column 9 lines 
22-32). Risk scores include risk quotients and divorce filings, tax liens, judgments, and the like 
data related to are legal risks. 

With reference to Claims 32, 33 and 38, Basch teaches a method of claim 30, wherein the 
risk quotient is additionally indicative of an amount of legal risk (See Basch Column 9 lines 22- 
38, information about bankruptcy, fraudulent usage are data related to legal risks and since these 
are included in the scores the risk quotient is indicative of the legal risk as well); wherein the risk 
quotient indicates a financial risk (See Basch Column 9 lines 22-32); and additionally 
comprising the steps of generating a suggested action based upon at least one of: the risk 
quotient, the risk data; and the identifier of one or more market participants associated with the 
transaction. (See Basch claim 1) Financial risk is interpreted to include an amount of risk 
associated with monetary costs related to at least one of fines, forfeitures and costs to defend an 
adverse position and the step of transmitting the score to an account issuer based on the score is 
interpreted to include the step of generating a suggested action responsive to the risk quotient. 
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With reference to claims 39-43 Basch teaches method of claim 38, wherein the report 
additionally comprises a description of the suggested action (See Basch Column 13 lines 21-63); 
and the suggested action comprises limiting the scope of the online transaction (See Basch 
Column 16 lines 26-32 and 51-57, designing filters tailored according to a geographic location 
and for a particular type of transaction is interpreted to include the step of limiting the scope of 
the online transaction) or notifying an authority (See Basch Column 9 line 62 - Column 10 line 
3, the authorized private or public data services are interpreted to include an authority) or 
discontinuing the online transaction (See Basch claim 6, denying authorization request is 
interpreted to include the step of discontinuing the online transaction; and presenting the 
reports/alerts to data consumers (See Basch Column 13 lines 21-63, presenting the reports/alerts 
to data consumers is interpreted to include the step of presenting the report to at least one of: a 
regulatory body, shareholders and news media). 

With reference to claim 31, Moss teaches data related to regulatory risk (See Moss 
Paragraphs 64 and 65). Since the risk score in Basch is based on all risk factors, Basch in view of 
Moss teaches the step wherein the risk score is indicative of an amount of regulatory risk. 
6. Claims 34-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over Basch et al 
(US Patent 6,1 19,103) in view of Moss et al (US Patent 2002/0128945 Al) and further in view 
of Spitz et al (US Patent 2002/0139837 Al). 

With reference to claims 34-37, Basch and moss combined teach method of claim 26 as 
discussed above. 

Basch and Moss combined do not explicitly teach the steps wherein the risk data 
comprises world events; one government advisory; one or more obligations to know your 
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customer according to government regulations; and a list generated by at least one of: the Office 
of Foreign Assets Control, the U.S. Commerce Department, and the U.S. White House. 

Spitz teaches the steps wherein the risk data generally related to risk factors are retrieved 
from internal and external databases to quantify risk (See Spitz Paragraph 53). The data retrieved 
from internal and external databases are interpreted to include world events, one government 
advisory, obligations to know your customer according to government regulations and a list 
generated by at least one of the Office of Foreign Assets Control, the U.S. Commerce 
Department, and the U.S. White House. 

It would have been obvious to one with ordinary skill in the art at the time of invention to 
include these steps to the invention of Basch. The combination of the disclosures taken as a 
whole suggests that it would have helped the parties to the transaction to be confident that all 
relevant factors are considered before proceeding with the transaction. 

Response to Arguments 

7. Applicant's arguments with respect to claims 26-43 have been considered but are moot in 
view of the new ground(s) of rejection; 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Narayanswamy Subramanian whose telephone number is 
(703) 305-4878. The examiner can normally be reached Monday-Thursday from 8:30 AM to 
7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached at (703) 308-1065. The fax phone number for the 
Patent Office where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

N. Subramanian 
March 31, 2005 




Jagdish N. Patel 
Primary Examiner 



